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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of the invention, and of tlie manner and process of 
making and using it, in sucli full, clear, concise, and exact terms as to enable any person sl^illed in tlie 
artto wtiicli it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claims contain subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. The applicant amended claim 1 to include "such that both 
central axes of ion beams on both the surfaces are substantially vertical to the surfaces 
of the object to be processed." 

Turning to the applicants' own specification for clarification, the examiner found in 
paragraph 01 16 that the applicant explicitly expressed that the term "incident angle" is 
used to mean an incident angle with respect to the surface of the object to be processed 
and an angle formed by the surface of the object to be processed and the central axis of 
ion beams. The examiner found no reference in the specification to 'both central axes of 
ion beams on both surfaces substantially vertical to the surfaces of the object to be 
processed while simultaneously ion beam etching both surfaces', as currently claimed. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claimi is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The examiner fails to understand "such that both central axes 
of ion beams on both the surfaces are substantially vertical to the surfaces of the object 
to be processed" when the applicant clearly states that the term "incident angle" is used 
to mean an incident angle with respect to the surface of the object to be processed and 
an angle formed by the surface of the object to be processed and the central axis of ion 
beams. How can the central axes of ion beams on the surfaces be substantially vertical 
to the surfaces of the object when the incident angle is not claimed. 

The term "substantially vertical" in claim 1 is a relative term which renders the 
claim indefinite. The term "substantially vertical" is not defined by the claim, and the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. For the sake of examination, the examiner will interpret the term 
"substantially vertical" to mean — not precisely perpendicular to the surface — . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 1 02(e), (f) or (g) prior art under 35 U.S.C. 1 03(a). 

Claims 1, 3, 5, 7, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Belser in view of Ichihara, Swann, George, and Kawanishi. 

Belser teaches double sided magnetic recording medium disks are known to be 
manufactured (i.e. the existence of manufacturing methods) for use with a set of flying 
heads. (See column 5. lines 5-10). Belser also teaches the pits and grooves in the 
double sided magnetic recording medium disks can be defined by applying a photo 
sensitive mask layer on a substrate such as glass or aluminum, photolithographically 
defining (i.e. a resist layer) the desired pit and groove regions and the photo sensitive 
layer, and etching the substrate by means such as reactive ion etching or ion milling 
followed by removal of the photo sensitive layer. 

Kawanishi teaches photolithographically defining methods for magnetic recording 
medium, include continuous recording layers formed in surfaces of a substrate by a step 
of processing a resist layer into a predetermined pattern, a step of transferring the 
predetermined pattern in the resist to a mask layer, and a step of transferring the 
predetermined pattern in the mask to the continuous recording layer. 

Belser does not teach continuous recording layers are formed which divide 
recording layers, each formed by a number of divided recording elements. 
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Ichihara teaches continuous recording layers are formed which divide recording 
layers, each formed by a number of divided recording elements. See summary. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify the method of manufacturing double sided magnetic 
recording medium disks, as Belser, to include that continuous recording layers are 
formed which divide recording layers, each formed by a number of divided recording 
elements, as in the applicants' specifically claimed limitation, because Ichihara teaches 
that such formations are known and are effective for manufacturing double sided 
magnetic recording medium disks, and one of skill would recognize that there is a cost 
savings to manufacturing when limiting or reducing the number of process steps. 
Further, in absence of unexpected results, one of ordinary skill would be motivated to 
utilize such patterning methods for manufacturing double sided magnetic recording 
medium disks continuously, because, it has been held that the elimination of a step 
supports a prima facie obviousness determination. See MPEP 2144.04. 

The modified invention of Kawanishi does not teach to ion beam etch both sides 
of a substrate simultaneously. 

Swann et al. (5,472,566) teaches that it is known to ion beam etch both sides of 
a substrate simultaneously, and that both central axes of the ion beams can be 
adjusted (column 6, lines 45 - 57). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify the invention of pattern transferring double sided 
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magnetic recording medium disks, as Belser, to include a step of ion beam etching both 
sides of a substrate, as in the applicants' specifically claimed limitation, because Swann 
et al. (5,472,566) teaches that such method steps are known and are effective for 
pattern transferring, and further, one of skill would recognize that there is a cost savings 
to manufacturing when limiting or reducing the number of process steps. Further, in the 
absence of unexpected results, one of ordinary skill would be motivated to utilize such 
patterning methods for manufacturing double sided magnetic recording medium disks 
simultaneously, because, it has been held that the elimination of a step supports a 
prima facie obviousness determination. See MPEP 2144.04. 

The modified teaching of Belser, in Swann, illustrates, in Figure 5., that the ion 
beams are substantially vertical to the surfaces of the objects being process, (i.e. not 
exactly perpendicular to the surface). See Summary. 

Belser does not teach one of the process steps (i.e. resist pattern as in claim 3) 
is performed to simultaneously process both surfaces of the object (as in claim 1 and 7). 

George illustrates process steps for lithography include the use of a resist layer 
which is simultaneously formed on both surfaces of an object into a predetermined 
pattern (as in claims 1 and 3 - see figures 7-9) to super-imprint nanostructures. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify the method of pattern transfer for manufacturing double 
sided magnetic recording medium disks, as Belser, to include any known lithographic 
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patterning steps, including processing a resist layer into a predetermined pattern 
performed simultaneously on both surfaces, as in the applicants' specifically claimed 
limitation, because simultaneous methods for manufacturing reduce process time, 
which is cost saving. 

The modified teaching of Belser is silent with regard to the removal of the resist 
before etching the continuous recording layer, as in claims 5 and 17. 

Kawanishi teaches the removal of the resist before etching the continuous 
recording layer, as in claims 5 and 17. See abstract. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify the method of manufacturing double sided magnetic 
recording medium disks, as Belser, to include a step of the removing the resist before 
etching the continuous recording layer, as in the applicants' limitations of claims 5 and 
17, because Kawanishi teaches that such method steps are known and effective for 
manufacturing double sided magnetic recording medium disks, and it is known to 
provides the benefit of channeling the etching for a desired pattern, and therefore one in 
the art would have a reasonable expectation of success. 

Further, all of the claimed elements were known in the prior art and one skilled in 
the art would have combined the elements as claimed by known methods with no 
change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at the time of the invention. The 
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prior art included each element claimed although not necessarily in a single reference, 
and one of ordinary skill in the art would have combined the elements as claimed by 
known patterning methods, and in combination, each element merely would have 
performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the results of the combination were predictable because It 
has been held that teachings of multiple patents are able to fit together like a puzzle. 
More further, a predictable use of prior art elements according to their established 
functions to achieve a predictable result is prima facie obvious. See KSR Int'l Inc. v. 
Teleflex Inc., 127 S Ct. 1727, 1741, 82 USPQ2d 1385, 1396 (2007) and MPEP 2142. 

Claim Rejections - 35 USC § 103 

Claims 6 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Belser, Ichlhara, Swann, and George, and Kawanishi, as applied to claims 1, 3, 5, 7, 
and 17 above, in view of Berg et al. (3,913,520). 

The modified invention of Kawanishi does not teach simultaneous deposition to 
both sides of a substrate. 

Berg teaches the step of simultaneous deposition to both sides of a substrate. 

It would have been obvious to one of ordinary skill In the art at the time of 
Invention was made, to modify the invention of pattern transferring double sided 
magnetic recording medium disks, as Belser, to include a step of simultaneous 
deposition to both sides of a substrate, as in the applicants' specifically claimed 
limitation, because Berg teaches that such method steps are known and effective, and 
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further, one of skill would recognize that there is a cost savings to manufacturing when 
limiting or reducing the number of process steps. Further, in absence of unexpected 
results, one of ordinary skill would be motivated to use such patterning methods for 
manufacturing double sided magnetic recording medium disks simultaneously, because, 
it has been held that the elimination of a step supports a prima facie obviousness 
determination. See MPEP 2144.04. 



Claim Rejections - 35 USC § 103 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Belser, 
Ichihara, Swann, and George, and Kawanishi, as applied to claims 1, 3, 5, 7, and 17 
above, in view of Berg et al. (3,913,520). 

The modified invention of Belser teaches to ion beam etch both sides of a 
substrate. See Swann's Summary. 

The modified invention of Belser does not teach simultaneous deposition to both 
sides of a substrate. 

Berg teaches the step of simultaneous deposition to both sides of a substrate. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify the invention of pattern transferring, as Belser, to include 
a step of simultaneous deposition to both sides of a substrate, as in the applicants' 
specifically claimed limitation, because Berg teaches that such method steps are known 
and effective, and further, one of skill would recognize there is a cost savings to 
manufacturing when limiting or reducing the number of process steps. Further, in the 
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absence of unexpected results, one of ordinary skill would be motivated to use such 
patterning methods for manufacturing double sided magnetic recording medium disks 
simultaneously, because, it has been held that the elimination of a step supports a 
prima facie obviousness determination. See MPEP 2144.04. 

Further, all of the claimed elements were known in the prior art and one skilled in 
the art would have combined the elements as claimed by known methods with no 
change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at the time of the invention. The 
prior art included each element claimed, although not necessarily in a single reference, 
and one of ordinary skill in the art would have combined the elements as claimed by 
known patterning methods, and in combination, each element merely would have 
performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the results of the combination were predictable. Further, a 
predictable use of prior art elements according to their established functions to achieve 
a predictable result is prima facie obvious. See KSR Int'l Inc. v. Teleflex Inc., 127 S Ct. 
1727, 1741, 82 USPQ2d 1385, 1396 (2007). 

Response to Arguments 

The applicants argue, on pages 6-8, that the prior office action, of 1 1/15/2007, 
fails to address the newly amended limitations. The examiner agrees, and offers a new 



Application/Control Number: 10/544,895 
Art Unit: 1794 



Page 1 1 



grounds of rejection, above. As no other limitations are argued, they are deemed 
proper. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia A. George whose telephone number is (571) 
272-5955. The examiner can normally be reached on Tue. - Fri. between 9:00 am and 
5:00 pm. 



Application/Control Number: 10/544,895 Page 12 

Art Unit: 1794 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Patricia A George 

Examiner 

Art Unit 1794 

/Patricia A George/ 
Examiner, Art Unit 1794 



/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



